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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 27 February 2006 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-18 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) S Claim(s) 9-16 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Priority under 35 U.S.C. § 119 
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aM All b)Q Some * c)D None of: 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 27, 2006 has been entered. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 9-16 are rejected under 35 U.S.C. 102(e) as being anticipated by Isaak 
(US Pat. No. 6,472,735 B2). 

Regarding claim 9, Isaak teaches a semiconductor device comprising: 
a first substrate (1 st substrate 14) including an integrated circuit chip (1 st chip 72) 
[See figures 2 and 4-A, attached below], first connection terminals electrically connected 
to terminals of the integrated circuit chip [consider the terminals 26 electrically 
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connected to the chip 72 as shown in Figure 4-A, attached below], and a first 
connection portion spaced from the first connection terminals and not electrically 
connected to any terminal of the integrated circuit chip [consider Connection Portions 26 
not electrically connected to the chip 72 as shown in Figure 4-A, attached below]; 




Connection 
Portion (26) not 
electrically 
connected 




Connection 
Portion (26) not 
electrically 
connected 



Ai 



Fig. 4-A 



Terminals (26) electrically connected 



a second substrate (2 substrate 34) stacked on the first substrate [see figures 2 
and 4-B, attached below] and including second connection terminals [consider the 
terminals 44 electrically connected to the chip 72 as shown in Figure 4-B, attached 
below] and a second connection portion spaced from the second connection terminals 
[consider the Connection Portions 44 not electrically connected to the chip 72 as shown 
in Figure 4-B, attached below]; and 
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Connection 
Portion (44) not 
electrically 
connected 



Connection 
^CL Portion (44) not 
electrically 
connected 




a metal material portion (30, 46, 51) provided between the first connection 
portion and the second connection portion [figures 2 and 3, attached below] and 
bonding the first connection portion to the second connection portion [figures 2 and 3, 
attached below] and not electrically connected to any terminal of the integrated circuit 
chip [consider the Connection Portions 26 and 44 not electrically connected to chip 72 
in Figures 4-A and 4-B, attached above]. 
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With regards to the limitations describing how the first connection portion is 
bonded to the second connection portion (e.g. "by thermo compression bonding") and 
how the first connection terminals is bonded to the second connection terminals (e.g. 
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"not being provided by thermal compression bonding") contains method of process of 
making characteristics; therefore given no patentable weight in determining patentability 
of the final device structure. Note that a "product by process" claim is directed to the 
product per se, no matter how actually made, In re Brown, 173 USPQ 685; In re Luck, 
177 USPQ 523; In re Fessmann, 180 USPQ 324; In re Avery, 186 USPQ 161; In re 
Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal with this issue); In re Marosi et 
al, 218 USPQ 289; and particularly In re Thorpe, 227 USPQ 964, all of which make it 
clear that it is the patentability of the final product per se which must be determined in a 
"product by process" claim, and not the patentability of the process, and that an old or 
obvious product produced by a new method is not patentable as a product, whether 
claimed in "product by process" claims or not. Note that applicant has the burden of 
proof in such cases, as the above case law makes clear. 

Regarding claim 10, Isaak further teaches a plurality of unit substrates (1 st Unit 
and 2 nd Unit as shown in fig. 2, attached above) that are stacked, each of the unit 
substrates being formed of the first (14) and second (34) substrates stacked (see fig. 2. 
and col. 8, lines 2-3. Please note that although it is not shown in the figures, Isaak, in 
col. 8, II. 2-3, further teaches that an additional second substrate 34 can be provided on 
the 3 rd substrate]. 

Regarding claim 11, Isaak further teaches an adhesive sheet (49,50) interposed 
between the unit substrates (1 st Unit and 2 nd Unit) adjacent each other a stacking 
direction and bonding the unit substrates together (see figs. 2 and 3, attached above). 
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Regarding claim 12, Isaak further teaches that the first connection portion is a 
first dummy terminal provided between the first connection terminals adjacent to each 
other in a plane direction [consider Connection Portion 26 located between terminals Ai 
and A2 as shown in Figure 4-A, attached above], and the second connection portion is a 
second dummy terminal provided between the second connection terminals adjacent to 
each other in the plane direction [consider Connection Portion 44 located between 
terminals B1 and B 2 as shown in Figure 4-B, attached above]. 

Regarding claim 13, Isaak further teaches that the first connection portion is a 
first dummy pad provided on the first substrate (14) [consider Connection Portions 26 
not electrically connected to the chip 72 as shown in Figure 4-A, attached above], and 
the second connection portion is a second dummy pad provided on the second 
substrate [consider the Connection Portions 44 not electrically connected to the chip 72 
as shown in Figure 4-B, attached above]. 

Regarding claim 14, the court has held that a recitation of the intended use of the 
claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior 
art. See In re Pearson 181 USPQ 641 (CCPA 1974) and In re Swinehart 169 USPQ 226 
(CCPA 1971). In the instance case, Isaak teaches connection portions (26) and (44), 
which are used to align substrates (12) and (34) [see figure 4]. Thus, Isaak anticipates 
the claimed invention since the prior art structure is capable of performing the intended 
use. 
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Regarding claim 15, Isaak further teaches that the metal material portion (30, 46) 
is formed of solder, tin, or an Sn-Bi alloy [col. 7, lines 58-61 and col. 8, lines 26-30]. 

Regarding claim 16, Isaak further teaches that the adhesive sheet (49, 50) is 
formed of resin [consider the epoxy material as disclosed in col. 61-63]. 

Response to Arguments 

4. Applicant's arguments filed February 27, 2006 have been fully considered but 
they are not persuasive. Applicant argues that Isaak fails to teach a "connection 
portion... not electrically connected to any terminal of the integrated circuit chip," and 
cites portions of Isaak to support his argument [see pages 8-9 of remarks]. However, 
this argument is not persuasive. The court has held that drawings and pictures can 
anticipate claims if they clearly show the structure which is claimed. In re Mraz, 455 
F.2d 1069, 173 USPQ 25 (CCPA 1972). In the instance case, figure 4 of Isaak clearly 
shows the claimed structure including the claimed connection portion that is not 
electrically connected to the circuit chip. Furthermore, it is noted that the indicated 
connection portion, as stated in the rejection, is only shown in figure 4 of Isaak, and it is 
not described in the written specification of Isaak. The court has held that it does not 
matter that the feature shown is unintended or unexplained in the specification. The 
drawings must be evaluated for what they reasonable disclose and suggest to one of 
ordinary skill in the art. In re Aslanian, 590 F.2d 91 1 , 200 USPQ 500 (CCPA 1 979). 

5. In addition, applicant argues that Isaak fails to teach the limitation since the 
connection portion is in fact electrically connected to the circuit chip through transposer 
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(52) [see pages 9-10 of remarks]. However, it seems that applicant is ignoring the 
express teaching of Isaak. For instance, Isaak states that one of ordinary skill in the art 
"will recognize that a transposer... need not necessarily be included in the assembly 
process, since the lowermost base layer 12 in any chip stack may be used as a 
transposer board..." [see col. 14, lines 40-45]. Therefore, the transposer 52 may be 
eliminated from the assembly shown in figure 4 resulting in a structure in which the 
argued connection portion remains not connected to the circuit chip. 

6. Finally, applicant argues that Isaak fails to teach the new limitations about the 
thermal compression bonding [see remarks on pages 10-13]. However, the arguments 
are not persuasive since the new limitations contains method of process of making 
characteristics, which are not given patentable weight in determining patentability of the 
final device structure (see rejection above). 

7. Therefore, Isaak still anticipates the claimed invention. As such, the rejection is 
considered to be proper. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jose R. Diaz whose telephone number is (571) 272- 
1727. The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kenneth Parker can be reached on (571) 272-2298. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
Art Unit 2815 



